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DETAILED ACTION 
Response to Arguments 

Applicant's arguments with respect to claims 1-35 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1. Claims 21 and 31 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Specifically, the claiming of 
structures being in contact with or implanted within the body amounts to an inferential 
recitation of the body, which renders these claims non-statutory. The examiner 
recommends changing claims 21 and 31, "deliver stimulation" to -is adapted to deliver 
stimulation-. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 2, 6, 21, 23 and 31 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. The claims are vague and appear to be 
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method claims since it provides no further structure, but a mere recitation of intended 
use for such structure. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1. Claims 1-2, 8-9, 15-16, 18-21, 32-33 and 35 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Weinberg (US 5,674,260). Weinberg discloses an "electronics 
package 30 is a hybrid circuit structure containing various integrated circuits which are 
vertically stacked at different positions to create a multi-level circuit structure"(col. 3, 
lines 15-18). 

As to claim 1 , figure 3 displays "a group of integrated circuits 34, which may be 
random access memory (RAM) chips, mounted atop a platform 36. Underneath the 
platform 36 are additional electronic components (not shown) which are mounted to a 
substrate 38 and which communicate with the integrated circuits 34. An additional 
integrated circuit 40 is mounted directly to the substrate 38 and is not covered by the 
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platform 36"(col. 3, lines 19-26). The examiner considers the substrate 38 to be a circuit 
board. 

Since the integrated circuits 34 are mounted on a platform compared to 
integrated circuit 40, they are in a non-linear profile. Furthermore, the examiner 
considers the addition electrical components to be discrete components. 

As to claim 2, the functional language and introductory statement of intended use 
of claim 2 have been carefully considered but are not considered to impart any further 
structural limitations over the prior art. Since Weinberg utilizes a first and second 
surface of a circuit board as claimed by the Applicant, Weinberg is therefore capable of 
being implanted with the first surface away from the cranium and the second surface 
towards the cranium. In addition nothing prevents Weinberg from modifying the 
orientation of implantation. Therefore, the implantable medical device is capable of 
being implanted with the first surface away from the cranium and the second surface 
towards the cranium. 

As to claim 8, the housing that houses the circuit board is also at a non-linear 
profile as seen in figure 3, 4A and 4B, as the 



towards the center. A replication of figure 3 



contoured lid 32. 



is included and displays the integrated 



integrated circuits increase from an edge 



As to claim 9, the height of the 




JO 
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circuit 40 on the edge of the first surface is at a smaller height than the integrated circuit 
34 towards the center of the first surface. 

As to claims 15-16, 18, 32-33 and 35, figure 5 displays "the resistor board 68 in 
turn communicates with an electronics package (not shown) via wires 70"(col. 4, lines 
24-26). Therefore, it follows that there is a feedthrough located in the electronic package 
30 to enable wire connection to the resistor board via wires 70. 

Furthermore, the feedthrough is located along the radius of the housing and is 
thus at a 0 degree angle. 

As to claim 19, the battery 74 is depicted in figure 6. 

As to claims 20-21, the functional language and introductory statement of 
intended use of claims 20-21 have been carefully considered but are not considered to 
impart any further structural limitations over the prior art. Since Weinberg utilizes an 
implantable stimulation device as claimed by the Applicant, Weinberg is therefore 
capable of being used as an implantable neurostimulator to stimulate the brain. In 
addition nothing prevents Weinberg from utilizing the implantable stimulation device to 
function as a neurostimulator and stimulate the brain. Therefore, the implantable 
stimulation device is capable of being utilized as an implantable neurostimulation device 
to stimulate the brain. 

2. Claims 22-23, 25-26 and 28-35 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Engmark et al. (US Patent Publication 20040082977 A1). Engmark et al. 
discloses a implantable medical device with an antenna coil 32, "electrical circuitry 22 
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typically contains numerous interconnected electrical components 23 mounted on circuit 
board 27 so as to form electrical module 28"(page 2, paragraph 21 ). 

As to claim 23, the functional language and introductory statement of intended 
use of claim 23 have been carefully considered but are not considered to impart any 
further structural limitations over the prior art. Since Engmark et al. utilizes a first and 
second surface of a circuit board as claimed by the Applicant, Engmark et al. is 
therefore capable of being implanted with the first surface away from the cranium and 
the second surface towards the cranium. In addition nothing prevents Engmark et al. 
from modifying the orientation of implantation. Therefore, the implantable medical 
device is capable of being implanted with the first surface away from the cranium and 
the second surface towards the cranium. 

As to claims 25-26, as previously mentioned, the electrical components 23 are 
mounted on circuit board 27 to form the electrical module 28. The examiner considers 
the electrical components to be the integrated circuits and discrete components. 

Furthermore, figure 8 depicts the thickness of the circuit board and components 
and housing. Engmark et al. discloses on page 4, paragraph 39, "It will be noted in FIG. 
8 that antenna coil 32 is spaced apart from housing 1 1 by distances 60, 61 and from 
substrate 27 by distance 62. It is desirable that distance 60 between a principal plane 
of coil 32 and a principal plane of housing 11 and distance 62 between a principal plane 
of coil 32 and a principal plane module substrate 27 be usefully approximately 0.5 mm 
or larger, conveniently approximately 0.7 mm or larger, and preferably approximately 
0.76 mm or larger. The efficiency of antenna coil 32 degrades as the plane of coil 32 



Application/Control Number: 10/730,877 Page 7 

Art Unit: 3762 

approaches closer to the plane of conductive housing 1 1 and/or the conductive portions 
of module substrate 27. The distances between the corners of coil 32 and housing 1 1 , 
e.g., distance 61 , is less important and can be smaller than distances 60, 62". 

As to claim 28, Engmark et al. teaches on page 1, paragraph 4, the use of "a 
circuit board or flexible tape". 

As to claim 29, the battery 20 is depicted in figure 7. 

As to claim 30, Engmark et al. discloses "implantable medical devices such as 
pacemakers, defibrillators, neuro-stimulators, and the like"(page 1 , paragraph 2). 

As to claims 30-31, the functional language and introductory statement of 
intended use of claims 30-31 have been carefully considered but are not considered to 
impart any further structural limitations over the prior art. Since Engmark et al. utilizes 
an implantable medical device as claimed by the Applicant, Engmark et al. is therefore 
capable of being used as an implantable neurostimulator to stimulate the brain. In 
addition nothing prevents Engmark et al. from utilizing the implantable medical device to 
function as a neurostimulator and stimulate the brain. Therefore, the implantable 
medical device is capable of being utilized as an implantable neurostimulation device to 
stimulate the brain. 

As to claims 32-35, "Circuit board 27 of module 28 includes metal contact areas 
29 that are conveniently electrically coupled to inner portions 17 of one or more 
electrical feed-throughs 16 of device 10"(page 2, paragraph 21). "One or more feed- 
through connectors permit electrical communication to and from the electrical 
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components and circuitry contained within the housing while at the same time 
maintaining the hermeticity of the device"(page 1 , paragraph 3). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
inventipn was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (0 or (g) 
prior art under 35 U.S.C. 103(a). 

1. Claims 1-6 and 9-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Engmark et al. (US Patent Publication 20040082977 A1) in view of Chen et al. (US 
5,954,751). Engmark et al. discloses an implantable medical device with an antenna coil 
32, "electrical circuitry 22 typically contains numerous interconnected electrical 
components 23 mounted on circuit board 27 so as to form electrical module 28"(page 2, 
paragraph 21 ). Engmark et al. discloses the claimed invention except for the integrated 
circuits on a first surface and discrete components on a second surface. Chen et al. 
teaches that it is known in the art to place a number of electronic device on one or both 
sides of a flat insulating substrate as set forth in column 1-2, lines 65-67 and 1-18, for 
the purpose of reducing the size of the implantable device. It would have been obvious 
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to one having ordinary skill in the art at the time the invention was made to have 
modified the electronic components as taught by Engmark et al. with the placement of 
electronic components on both sides of the circuit board or substrate as taught by Chen 
et al., in order to reduce the size of the implant and modify the implant to meet specific 
patient needs. 

As to claims 2 and 6, the functional language and introductory statement of 
intended use of claims 2 and 6 have been carefully considered but are not considered 
to impart any further structural limitations over the prior art. Since Engmark et al. utilizes 
a first and second surface or plane of a circuit board as claimed by the Applicant, 
Engmark et al. is therefore capable of being implanted with the first surface or plane 
away from the cranium and the second surface or plane towards the cranium. In 
addition nothing prevents Engmark et al. from modifying the orientation of implantation. 
Therefore, the implantable medical device is capable of being implanted with the first 
surface or plane away from the cranium and the second surface or plane towards the 
cranium. 

As to claim 9, the height of the integrated circuits increase from an edge towards 
the center. A replication of a portion of figure 7 is ^ 



edge of the first surface is at a smaller height than 



included and displays the integrated circuit on the 




the integrated circuit towards the center of the first 



surface. 
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As to claim 10, the modified Engmark et al. discloses the placement of electrical 
components on both sides of the circuit board or substrate. Therefore, the components 
would also be placed in the same manner on the second surface of the circuit board. 

In the alternative, the modified Engmark et al. discloses the claimed invention 
except for increasing height of discrete components on the second surface. It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to have adjusted the components by increasing height, since it has been held that 
rearranging parts of an invention involves only routine skill in the art. In re Japikse, 86 
USPQ 70 (see MPEP 2144.04) Furthermore, a modification to the location of the 
electronic components would enable a more streamline device that would be less 
noticeable under the patient's skin. 

As to claims 11-12, as previously mentioned, the electrical components 23 are 
mounted on circuit board 27 to form the electrical module 28. The examiner considers 
the electrical components to be the integrated circuits and discrete components. 

Furthermore, figure 8 depicts the thickness of the circuit board and components 
and housing. Engmark et al. discloses on page 4, paragraph 39, "It will be noted in FIG. 
8 that antenna coil 32 is spaced apart from housing 1 1 by distances 60, 61 and from 
substrate 27 by distance 62. It is desirable that distance 60 between a principal plane 
of coil 32 and a principal plane of housing 11 and distance 62 between a principal plane 
of coil 32 and a principal plane module substrate 27 be usefully approximately 0.5 mm 
or larger, conveniently approximately 0.7 mm or larger, and preferably approximately 
0.76 mm or larger. The efficiency of antenna coil 32 degrades as the plane of coil 32 
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approaches closer to the plane of conductive housing 1 1 and/or the conductive portions 
of module substrate 27. The distances between the corners of coil 32 and housing 1 1 , 
e.g., distance 61 , is less important and can be smaller than distances 60, 62". 

As to claim 14, Engmark et al. teaches on page 1 , paragraph 4, the use of "a 
circuit board or flexible tape". 

As to claims 15-18, "Circuit board 27 of module 28 includes metal contact areas 
29 that are conveniently electrically coupled to inner portions 17 of one or more 
electrical feed-throughs 16 of device 10"(page 2, paragraph 21). "One or more feed- 
through connectors permit electrical communication to and from the electrical 
components and circuitry contained within the housing while at the same time 
maintaining the hermeticity of the device"(page 1 , paragraph 3). 

As to claim 19, the battery 20 is depicted in figure 7. 

As to claim 20, Engmark et al. discloses "implantable medical devices such as 
pacemakers, defibrillators, neuro-stimulators, and the like"(page 1, paragraph 2). 

As to claims 20-21 , the functional language and introductory statement of 
intended use of claims 20-21 have been carefully considered but are not considered to 
impart any further structural limitations over the prior art. Since Engmark et'al. utilizes 
an implantable medical device as claimed by the Applicant, Engmark et al. is therefore 
capable of being used as an implantable neurostimulator to stimulate the brain. In 
addition nothing prevents Engmark et al. from utilizing the implantable medical device to 
function as a neurostimulator and stimulate the brain. Therefore, the implantable 
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medical device is capable of being utilized as an implantable neurostimulation device to 
stimulate the brain. 

2. Claims 7 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Engmark et a\. (US Patent Publication 20040082977 A1) or the modified Engmark et 
al. (US Patent Publication 20040082977 A1) as applied to claims 1-6 and 9-21, in view 
of Laird et al. (US 6,445,956 B1). Engmark et al. or the modified Engmark et al. 
discloses the claimed invention except for the tapered portion. Laird et al. teaches in 
col. 1 , lines 35-52, that a modification to an implantable medical device shape would 
reduce ischemia and necrosis. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to have modified the shape as taught by 
Engmark et al. with the tapered shape as taught by Laird et al., in order to minimize the 
risk of ischemia and necrosis. 

Furthermore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have modified the shape of implantable medical 
device, since it has been held that the configuration of the claimed element is a matter 
of choice which a person of ordinary skill in the art would have found obvious absent 
persuasive evidence that the particular configuration of the claimed element was 
significant. In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966) See the MPEP 
2144.04. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alyssa M. Alter whose telephone number is (571) 272- 
4939. The examiner can normally be reached on M-F 9am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on (571) 272-4955. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Alyssa M Alter 
Examiner 
Art Unit 3762 




